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Office Action Summary 



Application No. _ 



Applicant(sV 



Examiner 



roup Art Unit 



— The MAiUNG DATE of this communication appears on the cover sheet iieneath the conespondehce address — 
Period for Reply 

-^V/fe^ 

MONTH(S) FROM THE MAILING DATE 



A SHOFITENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 



- Extensions of time nray be available under the provisions of 37 CFR 1 ,136(a). In no event, tiowever, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of tfiis communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from tiie mailing date of this communication. 

- Failure to reply wrthin tiie set or ©ctended period for reply will, by statute, cause the apiplication to become ABANCX)NED (35 U.S.C. § 1 33). 

- Any reply received by the Office later tiian tiiree months after the mailing date of this communication, even rf timely, may reduce any earned patent 
term adjustment See 37 CFR 1 , 704(b). 



Status 



Ja Responsive to connmunication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

J^CIaim(s) / ^/ 



Of the above claim(s)- 

□ Claim(s)- 
^Claim(s)- 

□ Claim(s)- 

□ Claim{s)_ 



is/are pending in the application, 
is/are withdrawn from consideration. 



is/are allowed. 



is/are rejected. 

is/are objected to. 



Application Papers 

□ The proposed drawing correction, filed on 

□ The drawlng(s) filed on 



are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



Is/are objected to by the Examiner 



□ The specification is objected to by the Examiner 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (aHd) 

^ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 11 9 (aHd)- 
□ All □ Some* [;^one of the: 

^Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No, _ 

□ Copies of the certified copies of the priority documents have t>een received 

in this national stage application from the Intemational Bureau {PCT Rule 17.2(^) 
^Certified copies not received: . 



Attachment(s) 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). . 

^Notice of Reference(s) Cited, PTO-692 

a Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Infonmal Patent Application, PTO-152 

□ Other 



Office Action Summaiy 
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Part Of Paper No. 



*U.S. GPO: 2000-472-999/43204 
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AppUcation/Control Number: 09/840,088 Page 2 

Art Unit: 1714 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fiill, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-21 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. An electrodeposition coating compositon which iscritical or essential to the 
practice of the invention, but not included in the claim(s) is not enabled by the disclosure. See In 
reMayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 

Note that the claims only recites ester compounds which are not an electrodeposition 
coating compositon absent a resin component. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 1, 5, 10, 12, 14, 16, 19 and 20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Improper Markush language is recited claims 1, 5, 10, 12, 14 and 16 and an insertion of 
"the group consisting of after "selected fi-om" is needed. 

The recited "the resin soUd matter" in claims 19 and 20 lacks an antecedent basis. 
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Claims 1-21 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, first and second paragraph, set forth in this Office action. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 5,422,392, 5,959,013, 6,031,028 and GB 1,076,319 teach coating compositions 
but do not teach or suggest the use of the instant ester compound. US 5,959,013 teach an 
aliphatic ether compounds, and US 5,422,392 (example 1) and GB 1,076,319 (table, page 5) 
teach an adipate polyester oligomer which does not contain an unit fi-om an aliphatic 
monoalcohol. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Tae H. Yoon whose telephone number is (703) 308-2389. The 
examiner can normally be reached on Monday to Thursday fi*om 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-93 10. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




THY/April 28, 2003 




